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Election/Restrictions 
Applicant's election of Group I, claims 1-1 1 in the reply filed on 02-19-2008 is 
acknowledged. Because applicant did not distinctly and specifically point out the supposed 
errors in the restriction requirement, the election has been treated as an election without traverse 
(MPEP § 818.03(a)). 

Claims 12-17 are withdrawn fi-om fiirther consideration pursuant to 37 CFR 1.142(b) as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on 02-19-2008. 

It is agreed that the requirement for election of species is moot because Group I Invention 
has been elected. 

Drawings 

Figures la - Ic, 2, 3 and 4 should be designated by a legend such as -Prior Art- because 
only that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in compliance 
with 37 CFR 1 .121(d) are required in reply to the Office action to avoid abandonment of the 
application. The replacement sheet(s) should be labeled "Replacement Sheet" in the page header 
(as per 37 CFR 1.84(c)) so as not to obstruct any portion of the drawing figures. If the changes 
are not accepted by the examiner, the applicant will be notified and informed of any required 
corrective action in the next Office action. The objection to the drawings will not be held in 
abeyance. 



Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-11 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 1 is indefinite for the following reasons. It is not clear what is meant by "non- 
leaching". The claim fails to use proper Markush language, for example, "selected from the 
group consisting of acrylate monomer, methacrylate monomers, allylic monomers, norbomene 
monomers and mixtures of said monomers". It is not clear whether the hybrid monomers are 
intended to be included in the Markush group or to be separate additional components of the 
composition. It is not clear what chemical different polymerizable groups are suitable or present 
in the "hybrid" monomers. The kinds of polymerizable groups present in the hybrid monomers 
should be clearly recited in the claim. It is not clear whether the thiol monomers are intended to 
be included in the Markush group or to be separate additional components of the composition 
since the claim also sets forth that the thiol monomer is used in combination with a non-thiol 
monomer. If the adhesive system requires a non-thiol monomer and thiol monomer, this should 
be clearly set forth in the claim. 

With respect to claim 2, it is not clear whether the monomer is required to contain two 
polymerizable groups that are the same, two polymerizable groups that are chemically different 
from each other, or one functional group and one polymerizable group or two functional groups 
that are also polymerizable (same or different?). 
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Claim 3 fails to use proper Markush language, i.e. "selected from the group consisting of 
diallylic ester of isophorone diisocyanate, triallyl cyanurate, triallyl isocyanurate, di-allyl ether of 
trimethylolpropane and triallyl ether of trimethylolpropane". 

Claim 4 fails to use proper Markush language, as discussed above. Additionally it is not 
clear what the scope of "ethoxylated homologs of these compounds" is. The claim should clearly 
what "homologs" are included, such as ethoxylated trimethylolpropane dithiol or ethoxylated 
pentaer3^1iritol pentathiol or ethoxylated dimethylolpropane dithiol, or ethoxylated trimethylol 
propane trithiol, for instance. 

Claim 5 recites a specific acrylate monomer but does not require that the claim 1 "at least 
one monomer" is the recited acrylate, or even is an acrylate monomer. 

Claim 6 is indefinite because it does not clearly set forth whether it intends to claim a 
"photoinitiator" or a "UV initiator", which is a species of photoinitiator. The claims is rendered 
further indefinite by the use of the abbreviation "UV" instead of "ultraviolet". 

Claim 8, the phrase "preferably. . .diluent" renders the claim indefinite because it is not 
clear whether applicant intends to claim the generic (meth)acrylate diluent or the preferred 
(meth)acrylate diluent. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubUc use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 



Application/Control Number: 10/568,837 
Art Unit: 1796 



Pages 



international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the EngUsh language. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The instant claims recite a composition comprising at least one monomer selected from 
the groups set forth in claim 1 and a polymerization initiator. The properties "non-leaching", 
"curable" and "adhesive" are considered to be inherent properties of prior art compositions 
comprising the same components as are instantly claimed. With respect to claims 3-5, the claims, 
as written, recite species of monomers but do not require that the recited species be present in the 
composition recited in claim 1 . The claim language merely states some species of allyl, thiol or 
(meth)acrylate monomers in the case that such monomers are selected. Claim 3 does not recite 
"wherein the at least one monomer is an allylic monomer selected from the group consisting 
of. . .". Claim 4 does not recite "wherein the at least one monomer is a thiol monomer selected 
from the group consisting of. . .". Claim 5 does not recite "wherein the at least one monomer is 

Claims 1-1 1 are rejected under 35 U.S.C. 102(e) as being anticipated by Kitsunai et al 
(6,627,287, filed 04-25-2001). BCitsimai et al disclose an adhesive composition having sfrong 
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adhesion for bonding an optical disc comprising a silane coupling agent, a UV curable 
compound and a photopolymerization initiator. Photopolymerizable monomers taught include 
monofunctional and polyfunctional (meth)acrylates (column 3). Initiators are taught in column 4, 
lines 3-31. Example 2 discloses a composition comprising a bisphenol A type epoxy acrylate, 2- 
hydroxy-2-phenoxypropyl acrylate in combination with a phosphine oxide photoinitiator and an 
methacryloxy-functional silane. Kitsunai et al teach the monomer recited in instant claim 5. 
Kitsunai et al do not teach the monomers recited in claims 3 or 4; however, these claims are 
included in the rejection in view of the claim interpretation discussed above. 

Claims 1-1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by Ha et al 
(6,180,200). Ha et al disclose radiation curable pressure sensitive adhesive compositions for 
bonding digital discs. Ha et al teach monomers such as acrylates and thiols, photoinitiators and 
adhesion promoters such as methacrylylalkyltrialkoxysilanes. See column 3, line 51, to column 
4, line 17, column 9, lines 30-67, coliimn 10, lines 1 1-58, column 11, lines 7-19, column 11, 
lines 51-54, and column 14, lines 26-34. Ha et al do not teach the monomers recited in claims 3, 
4 or 5; however, these claims are included in the rejection in view of the claim interpretation 
discussed above. 

Claims 1-11 are rejected under 35 U.S.C. 102(b) as being anticipated by Tokuda et al 
(6,017,603). Tokuda et al disclose a UV curable adhesive composition for bonding DVDs. The 
composition comprises (A) a bisphenol A epoxy acrylate, (B) a urethane (meth)acrylate, (C) a 
(meth)acrylate monomer other than (A) or (B) and a photoinitiator. See column 3, lines 1 1-23, 
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column 5, line 51, to column 6, line 6, column 6, lines 55-57, column 7, lines 16-38 and the 
Examples. Tokuda et al teach compositions comprising the epoxy (meth)acrylate recited in 
instant claim 5. 

Claims 1-11 are rejected under 35 U.S.C. 102(b) as being anticipated by lida (6,171,675). 
lida discloses UV curable adhesive composition for preparing optical discs comprising acrylate- 
functional compounds, a thiol compound and a photoinitiator. Thiol compounds corresponding 
to those recited in instant claim 4, such as trimethylolpropane tristhiopropionate or 
pentaerythritol tetrakisthiopropionate, are taught in column 2, lines 49-67. Polyfunctional 
acrylates are taught in column 3, lines 57-67. 

Claims 1-9 are rejected under 35 U.S.C. 102(b) as being anticipated by or, in the 

alternative, under 35 U.S.C. 103(a) as being unpatentable over Takahashi et al (5,366,812). 
Takahashi et al disclose compositions comprising a thermoplastic saturated norbomene polymer. 
Crosslinkers such as triallyl isocyanurate can be added to increase strength (colunm 10, lines 30- 
41). Addition of a surface active agent is taught in column 8, line 64. The compositions are 
suitable for optical materials (column 12, lines 40-45). The compositions disclosed by Takahashi 
et al comprise a norbomene-functional material and a crosslinker, such as triallyl isocyanurate , 
and an initiator for thermal- or photo- polymerization. Therefore, in the absence of evidence to 
the contrary, the disclosed curable compositions would be expected to provide a non-leaching, 
adhesive system, as set forth in the instant claims. 



Application/Control Number: 10/568,837 Page 8 

Art Unit: 1796 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Kerfeld (6,190,838). Kerfeld discloses a process for making multiple data storage disk 
stampers from one master. A recorded master is used to make a first generation stamper using a 
photopolymerization process is taught in column 2, line 45, to column 3, line 15. A bonding 
layer is discussed in column 11, lines 28-49. A photopolymerization process is taught in column 
13, lines 8-45, and photopolymer compositions including acrylate monomers and photoinitiators 
are taught in column 14, lines 4-17. 

Ha et al (6,472,451) disclose radiation curable adhesives for digital versatile discs 
comprising acrylate-fimctional compounds and thiol compounds. 

Inagaki et al (4,906,675) disclose adhesive compositions for bonding optical discs 
comprising (meth)acrylates of formula (I) wherein X is an alkylene group in which at least one 
hydrogen can be replaced with hydroxyl. See column 16 and Example 13. 

Murakami (6,444,285) discloses UV curing compositions for bonding two discs to 
provide optical disks. Compositions comprising bisphenol A epoxyacrylate are taught in the 
Examples. 

Uchida et al (5,218,067) disclose allyl ester oligomer compositions for preparing optical 
materials for optical discs. See the Abstract, column 1, lines 8-14, and column 5, lines 16-24. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to /Susan W. Berman/ whose telephone number is 571 272 1067. 
The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on 571 272 1078. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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5/14/2008 



/Susan W Berman/ 
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